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REMARKS 

Applicants respectfully request the Examiner to reconsideration the present application in 
view of the amendments to the claims and present specification as presented herein. 

Status of Claims 

In the present Amendment, claims 1, 5, 9, 13, 15, 16, 17, 21 and 25 have been amended. 
New claims 29-32 have been added. Thus, claims 1-32 are pending. Also, claims 1-8 and 1 1-16 
are allowed (see the Office Action at page 3, line 5 from the bottom of the page). However, 
claims 9, 10, 25 and 26 are rejected, and claims 17-24, 27 and 28 are objected to. 

No new matter has been added with the amendments to the pending claims, since the 
various amendments are minor in character. For instance, the amendments to claims 1, 5, 9, 13, 
15, 16, 17, 21 and 25 are made to correct grammatical and typographical errors (e.g., claim 17 
has been amended to insert a period (".") at the end of the claim). Thus, these are clarifying and 
not narrowing amendments. By amending these terms in order to clarify the claimed invention, 
Applicants are in no way conceding any limitations with respect to the interpretation of the 
claims under the Doctrine of Equivalents. 

Also, new claims 29-32 as directed to other embodiments of the present invention have 
been added for the Examiner's consideration. New claim 29 is supported by original claim 9, 
wherein the conditions at the end of claim 29 having support in the specification at page 46, lines 
9-10 (condition 1)); page 46, lines 1-4 and page 34, lines 21-24 (condition 2)), and the paragraph 
bridging pages 46-47 and from line 22 on page 39 to line 19 of page 44 (condition 3)) (see 
especially the paragraph bridging pages 39-40, the paragraph bridging pages 40-41, and page 43, 
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lines 15-22). New claim 30 is supported by original claim 25, except that Z is -S0 2 - (see also the 
specification at page 46, lines 9-10). Support for new claims 31 and 32 is found in the present 
specification at least at page 47, lines 8-15. Thus, no new matter has been added. 

In addition, no new matter has been added by way of the amendment to the present 
specification. The amendment to the specification merely incorporates the patent number of the 
U.S. parent application, as requested by the Examiner in the outstanding Office Action. 

Based upon the above considerations, entry of the present amendment is respectfully 
requested. 

In view of the following remarks, Applicants respectfully request that the Examiner 
withdraw the objection and rejection and allow the currently pending claims. 

Specification 

The present specification has been amended to refer to the U.S. Patent Number that 
corresponds to Application Serial No. 10/106,373 (see the Office Action at page 2, lines 7-9). 

Issues Under 35 U.S.C. § 102(b) 

Claims 8, 10, 25 and 26 stand rejected under 35 U.S.C. § 102(b) as being anticipated by 
Bergthaller '149 (U.S. Patent 5,455,149). This rejection is respectfully traversed. Reconsideration 
and withdrawal thereof are respectfully requested. 

The compound represented by formula (I) in Bergthaller '149 has, as X, a group that is 
capable of being split-off upon color development. However, the instantly claimed compound as 
represented by formula (1-2) in disputed claims 9 and 25 (claims 10 and 26 are dependent claims) 
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require XI being a group having thereon a dissociation group having a pKa of 1 to 12. In this 
regard, the cited Bergthaller 6 149 reference fails to disclose or suggest employing X that has such a 
dissociation group as claimed. 

More specifically, among the exemplified compounds (1) to (38) in Bergthaller 6 149 
(spanning columns 1-16), the triazole group in compounds (1) to (34), (36) and (38) have a methyl 
group, an alkoxycarbonyl group, such as ethoxycarbonyl group; a methylthio group, a cyano group, 
a chlorine atom, or a N-n-propylcarbonyl group as their substituents. These substituents on the 
triazole ring are not defined as dissociation groups having pKa of 1 to 12. 

Further, the shown compounds of (35) and (37) have chlorine as X in Bergthaller ' 149. 
However, chlorine is not considered a dissociation group since it does not have a dissociable 
hydrogen atom. Thus, these compounds in Bergthaller 4 149 also do not read upon the claimed 
feature of XI being a group having thereon a dissociation group having a pKa of 1 to 12. 

To support Applicants' position, enclosed herewith is a partial copy of "Les reactions 
chimiques dans les solvents et les sels fondues" with a provided partial translation thereof This 
reference shows respective pKa values of various acid-base pairs. For example, the pKa values of a 
methyl group, an alkoxycarbonyl group, a methylthio group, N-n-propylcarbamoyl group are 
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assumed to be about 58, about 25, about 23, about 25 1 , respectively. And as partially mentioned 
above, a cyano group and a chlorine atom are not dissociation groups, since they do not have 
dissociable hydrogen atoms. 

Because "a claim is anticipated only if each and every element as set forth in the claim is 
found, either expressly or inherently described, in a single prior art reference," the cited 
Bergthaller '149 reference cannot be a basis for a rejection under § 102(b). See Verdegaal Bros. 
v. Union Oil Co, of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). 
Thus, because of the lack of disclosure of all features as instantly claimed (e.g., XI), the 
rejection in view of Bergthaller '149 is overcome. Reconsideration and withdrawal are 
respectfully requested. 

Claim Objection 

Claims 17-24 and 27-28 stand objected to under 37 C.F.R. § 1.75 for as being a 
substantial duplicate of claims 1-8 and 11-12 (see the Office Action at page 3, third full 



1 The pKa of a methyl group can be easily understood from the value of methane. The pKa of an 
alkoxycarbonyl group can be easily understood from the value of ethylacetate. (The value is of dissociation 
of the hydrogen atom at the acyl portion, and not of dissociation of the hydrogen atom at the alkoxy portion. 
However, pKa of dissociation of the hydrogen atom at the alkoxy portion should be larger than that of the 
hydrogen atom at the acyl portion.) The pKa of a methylthio group can be easily understood from the value 
of dimethylsulfone. (Since -S0 2 - has larger electron withdrawing effect than -S-, to the hydrogen atom on 
the carbon atoms to which -S- or -S0 2 - is bonded, a lower pKa is obtained when -S0 2 - is employed. As such, 
when -S- is employed, a considerably larger pKa is expected.) The pKa of a N-n-propylcarbamoyl group can 
be easily understood from the value of an acetamido group. (The value in the table is a value of dissociation 
of the hydrogen atom at the acyl portion, and not of dissociation of the hydrogen atom on the nitrogen atom. 
However, dissociation of the hydrogen atom on the nitrogen atom causes larger pKa value.) In this 
connection, the value "-24" for acetic acid is of the second dissociation (HA7A 2 ). 
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paragraph). Applicants respectfully traverse, and reconsideration and withdrawal of this 
objection are respectfully requested. 

Claims 1-16 are directed to either a dye-forming coupler or an azomethine dye 
compound. However, these claims are directed to a subgenus of compounds that are dye- 
forming compounds or dyes. Further, Applicants respectfully submit that: "If the claim 
preamble, when read in the context of the entire claim, recites limitations of the claim, or, if the 
claim preamble is 'necessary to give life, meaning, and vitality' to the claim, then the 
claim preamble should be construed as if in the balance of the claim." Pitney Bowes, Inc. v. 
Hewlett-Packard Co., 182 F.3d 1298, 1305, 51 USPQD2d 1161, 1165-1166 (citing Kropa v. 
Robie, 187 F.2d 150, 152,88 USPQ 478, 480-481 (CCPA 1951); see also Rowe v. Dror, 112 
F.3d 473, 478, 42 USPQ2d 1550, 1553 (Fed. Cir. 1997); Corning Glass Works v. Sumitomo Elec. 
U.S.A., Inc., 868 F.2d 1251, 1257, 9 USPQ2d 1962, 1966 (Fed. Cir. 1989)). That is the case here 
since the preamble breathes life and meaning into each of claims 1-16 (e.g., use as a dye), 
wherein these claims are not substantial duplicates of claims 17-28. 

Thus, Applicants respectfully request the Examiner to reconsider and withdraw this 
objection. 

If the Examiner wishes to maintain this objection, Applicants respectfully request the 
Examiner to contact Applicants' representative at the contact information given below in order to 
conduct a brief Interview in an effort to advance prosecution. 
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Conclusion 

A full and complete response has been made to all issues as cited in the Office Action. 
Applicants have taken substantial steps in efforts to advance prosecution of the present 
application. Thus, Applicants respectfully request that a timely Notice of Allowance issue for the 
present case. 

If the Examiner believes that personal communication will expedite prosecution of this 
application, the Examiner is invited to contact Eugene T. Perez (Reg. No. 48,501) at the offices 
of Birch, Stewart, Kolasch & Birch, LLP. 

If necessary, the Commissioner is hereby authorized in this, concurrent, and future 
replies, to charge payment or credit any overpayment to Deposit Account No. 02-2448 for any 
additional fees required under 37 C.F.R. §§1.16 or 1.17; particularly, extension of time fees. 

Dated: November 30, 2005 Respectfully submitted, 



Attachment: Partial copy and English translation of "Les reactions chimiques dans les solvents et 
les sels fondues 




Registration No.: 32,181 

BIRCH, STEWART, KOLASCH & BIRCH, LLP 
8110 Gatehouse Road, Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 
(703) 205-8000 
Attorney for Applicant 
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